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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 



Status 



1 )[X] Responsive to communication(s) filed on 5/15/03 . 

2a)K This action is FINAL. 2b)Q This action is non-final. 

3)D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 



4) [X] Claim(s) 1-4,6 J,9~50 and 52-59 is/are pending in the application. 

4a) Of the above cfaim(s) 39-49 is/are withdrawn from consideration. 

5) [X] Claim(s) 1-4,6,7,9-38,50,53,54 and 57-59 is/are allowed. 

6) iSl Claim(s) 52 55 56 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)QAII b)Q Some*c)D None of: 

1 -D Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 



3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 11 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121, 

Attachment(s) 



D 
2) 
3) 



Notice of References Cited (PTO-892) 

Notice of Draftsperson's Patent Drawing Review (PTO-948) 

Information Disclosure Statement(s) (PTO-1449) Paper No(s) 



4) 
5) 
6) 



Interview Summary (PTO-413) Paper No(s). 

Notice of Informal Patent Application (PTO-152) 
Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 0803 
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1 . Claims 39-49 remain withdrawn from further consideration pursuant to 37 CFR 1 . 142(b), 
as being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Applicant timely traversed the restriction (election) requirement in Paper No. 10. 



2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



3. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

4. Claims 52,55 and 56 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lochead et al. (6,039,897) for the reasons as set forth in the previous office action, 

5. Applicant's arguments filed July 1 5, 2003 have been fully considered but they are not 
persuasive. 



Application/Control Number: 09/940,072 Page 3 

Art Unit: 1731 

With respect to the rejection under 103 over Lochheead et aL (6,039897) applicants 

argue: 

It is believed that Lochhead et aL does not disclose a viscosity of less than about 50 
cm 2 /s, nor does Lochhead disclose allowing a ceramic precursor to enter a volume of lower 
pressure, as recited in claims 52 and 55, respectively (based on claims 10 and 17, rewritten 
in independent form). 

This argument is not persuasive. First, with respect to the issue of the precursor entering a 
volume of lower pressure as recited in claim 55, it is submitted that Lochhead et al. clearly 
teaches this feature. Applicants' attention is directed to col. 10, lines 63-64, which recites: 
"Filling of the molds can be facilitated by application of vacuum. . .". It is submitted that a 
vacuum meets the claimed limitation of a volume of lower pressure. 

Further, with respect to the viscosity, it is submitted that the examiner has not alleged that 
Lochhead et al. teaches the claimed viscosity. Rather, the examiner takes the position that the 
determination of the specific viscosity would have been well within the realm of routine 
experimentation to one having ordinary skill in the art at the time of the invention. Where the 
general conditions of a claim are disclosed in the prior art, it is not inventive to discover the 
optimum or workable ranges by routine experimentation. In reAller, 220 F.2d 454, 456, 105 
USPQ 233, 235 (CCPA 1955). A particular parameter must first be recognized as a result- 
effective variable, i.e., a variable which achieves a recognized result, before the determination of 
the optimum or workable ranges of said variable might be characterized as routine 
experimentation. In re Antonie, 559 F.2d 618, 195 USPQ 6 (CCPA 1977). In this case, 
Lochhead et al. teaches that viscosity is a result effective variable, i.e. a variable which achieves 
a recognized result at col. 7, linesl2-13, where it teaches that lowering viscosity greatly 
facilitates mold filling. 
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Lochhead et al. Does not curing a ceramic precursor in a mold at a temperature of 
at least 100°C. Instead, Lochhead et al. discloses temperatures less than 100°C (see e.g. col. 
6, lines 56-58). Thus, claim 56 (based on claim 22, written in independent form) is also 
believed to be patentable. 

This argument is not persuasive. In the case where the claimed ranges "overlap or lie 

inside ranges disclosed by the prior art" a prima facie case of obviousness exists. In re Wertheim, 

541 F.2d 257, 191 USPQ 90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 

(Fed. Cir. 1990) (The prior art taught carbon monoxide concentrations of "about 1-5%" while 

the claim was limited to "more than 5% " The court held that "about 1-5%" allowed for 

concentrations slightly above 5% thus the ranges overlapped.); In re Geisler, 116 F.3d 

1465, 1469-71, 43 USPQ2d 1362, 1365-66 (Fed. Cir. 1997). In the instant case the prior art 

does not teach "temperatures less than 100°C" as stated by applicant. Instead the reference 

teaches temperatures "up to about 100°C" and as stated above, the phrase "about 100" includes 

values slightly above 100. 



6. Claims 1-4,6,7,9-38,50,53,54,57,58 and 59 are allowed. 



7. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 



Application/Control Number: 09/940,072 Page 5 

Art Unit: 1731 

will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 



8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher A. Fiorilla whose telephone number is 
703-308-0674. The examiner can normally be reached on M-F, 6:30am-3 :00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven P. Griffin can be reached on 703-308-1 164. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-305-7718 for regular 
communications and 703-305-3599 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 
703-308-0651. 




Christopher A. Fiorilla 
Primary Examiner 
Art Unit 1731 



